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FOR FURTHER ACTION 



See Notification of Transmittal of International 
Preliminary Examination Report (Fomn PCT/I PEA/41 6) 



International application No. 
PCT/EP99/04416 



International filing date (day/month/year) 
25/06/1999 



Priority date (day/month/year) 
25/06/1998 



Intemational Patent Classification (IPC) or national classification and IPC 
C12N15/31 



Applicant 

DSM N.V. et al. 



1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 5 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 



1 




II 
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III 
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IV 
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Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations suporting such statement 



Certain observations on the international application 
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24/01/2000 



Name and mailing address of the intemational 
preliminary examining authority: 
European Patent Office 

D-80298 Munich 
Tel. +49 89 2399 - 0 Tx: 523656 epmu d 

Fax: +49 89 2399 - 4465 



Date of completion of this report 



07.12.2000 



Authorized officer 
Vollbach, S 

Telephone No. +49 89 2399 8715 



Form PCT/I PEA/409 (cover sheet) (January 1994) 



INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/EP99/0441 6 



t. Basis of the report 

1 . This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Articie 14 are referred to in this report as "originaiiy fited" and are not annexed to 
the report since they do not contain amendments (Rules 70. 16 and 70,17).): 
Description, pages: 

1 -50 as originally filed 



Claims, No.: 

1-38 

Drawings, sheets: 

1/3-3/3 



as originally filed 



as originally filed 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language In which the international application was filed, unless othenwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the intemational application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable fonri. 

□ fumished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable fornn. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 
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□ the drawings, sheets: 

5. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 

6. Additional observations, if necessary: 



V. Reasoned statement under Article 35(2) with regard to novelty, Inventive step or industrial applicability; 
citations and explanations supporting such statement 

1. Statement 



Novelty (N) 


Yes: 


Claims 


5,7,10-15,26,27 




No: 


Claims 


1-4,6,8,9,16-25,28-38 


Inventive step (IS) 


Yes: 


Claims 






No: 


Claims 


5,7.10-15,26,27 


Industrial applicability (!A) 


Yes: 


Claims 


1-38 




No: 


Claims 





2. Citations and explanations 
see separate sheet 

VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 
see separate sheet 
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1. Applied and Environm ntal Microbiology, 1990, 56/4, 864-871 (D1) describes 
various plasmids iiaving their origin in Propionibacterium. For instance, pRG05 seems 
to be responsible for the clumping phenotype. Since these plasmids can be cured by 
acriflavin, it can be assumed that they are extrachromosomal. 

Furthermore the use of propionibacteria in several industrial fermentations are 
disclosed. 

A similar teaching can be drawn from Abstracts of the 89th Annual Meeting of the 
American Society for Microbiology, 1989, H-223 (D2) and/or 85th Annual Meeting 
of the American Society for Microbiology, 1985, 85/0. P20 (D3). 

EP-400931 (D4) also describes a plasmid from Propionibacterium, pTYl , which is 
capable of replicating in the cells and speculates on a possible use of said plasmid as a 
vector. 

With respect to these documents present claim 2 and all claims which make reference 
to said claim are no longer new as required by Article 33(2) PCX, i.e. claims 
8,9,17,18,19,20,21,22,23,24,25,28,29,30,31-38, because the scope of said claims 
departs from the specific isolated plasmids such that the prior art plasmids and their 
uses are encompassed. It should be noted that the definition "when comprising a 
heterologous gene" used in claim 2 has no effect on the scope of said claim. 

In addition, present claims are not allowable under Article 33(2) PCT either, since the 
polynucleotides according to claim 1 are not defined by length nor by the exact 
sequence due to the vague definition of "capable of hybridisation". Therefore 
sequences which are known from D1 to D4 but also from the homology search carried 
out by the applicant in fact are covered by said claim. The same objection also apply to 
present claims 3,4,6 and 16. 

Besides this novelty objection, these claims give raise to a clarity objection (Article 6 
PCT). 

2. The features of the dependent claims 10-15,25 and 26 are in the light of any of 
D1 to D4 in combination with the general knowledge not considered to be inventive 
(Article 33(3) PCT). 
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3. The terms "capable of hybridizing" and "substantially homologous" used in claims 
1 ,6 and 16 are indefinite so that the scope of protection is unclear contrary to Article 6 
PCT. 

Claim 17 states that the "host cell can be transfomied". The word "can" should be 
replaced by the wording "has been" in order to render the claim clear as required by 
Article 6 PCT. 

4. Summary, the gist of the present application is considered to consist in the finding 
of novel plasmids from propionibacteria and their use. The specific plasmids are neither 
disclosed nor suggested in the prior art. Since, however, the claims are broadened by 
way of using vague terms, or lacking references to other claims (see e.g. claim 2), most 
of the claims presently on file lack novelty. As a consequence thereof the claims give 
raise to an objection under Rule 13.1-13.3 PCT. The objections may be overcome by 
restricting the claims to the plasmids actually identified in the application and their uses. 
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